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DETAILED ACTION 



This Office action is responsive to the response filed 12/15/2006. Claims 1-33 remain 
currently pending. Applicants 1 arguments have been carefully considered, but they are not 
persuasive. Accordingly, this action has been made FINAL and the rejections maintained and 
inserted below for Applicant's reference. 



Response to Arguments 

Applicants arguments filed 12/15/2006 have been fully considered but they are not 
persuasive for the reasons that follow. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e. the claimed 
invention "determines a patch address by executing a subroutine stored at a fixed address" and 
"the possibility to choose whether or not to make patchable a piece of ROM code" - page 10, 
second paragraph, and page 11, first paragraph, of the Response, respectively) are not recited in 
the rejected claim(s). Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). Further, Applicant argues on page 13, paragraph 4, that the 
claimed invention does not need to map any portion of patch code. Applicant's point is moot, as 
the claimed invention does not claim such a limitation. 

Applicant further argues in page 1 1 , second paragraph, that "Wong et al. thus teaches . . . 
'when and where to break' from the original code, but it does not specify how." The Examiner 
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respectfully disagrees. Paragraph 32 of Wong clearly teaches "how" to perform a breakout - a 
comparison between the break-out addresses and the current address occurs to initialize the 
break-out routine. Applicant goes on to state in the third paragraph of page 1 1 that this is in 
contrast to the applicant's invention. The Examiner respectfully disagrees. Applicant's broadly 
claim "checking a flag stored in the additional memory," which is taught in Wong with regard to 
a break-out address. If a break-out address (e.g. a "flag") is coincident with a current address, a 
jump is performed to the location of the new address - TJ32. While applicant further states that 
the flag is binary data that is stored in RAM and assumes two possible states, such a limitation is 
not claimed. Wong teaches the invention claimed by the Applicant as recited in the rejection 
below. 

Applicant's arguments (page 10, paragraphs 3-4, and page 11, paragraph 4 to page 13, 
paragraph 3) do not comply with 37 CFR 1 .1 1 1(c) because they do not clearly point out the 
patentable novelty which he or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. Further, they do not show how the 
amendments avoid the reference of Wong et al. Additionally, Applicant's arguments do not 
comply with 37 CFR 1 . 1 1 1 (c) because they do not clearly point out the patentable novelty which 
he or she thinks the claims present in view of the state of the art disclosed by the references cited. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-14 and 16-33 are rejected under 35 U.S.C. 102(e) as being anticipated by Wong 
et al. (U.S. Patent Application Publication No. 2004/0210720). 

As per claims 1 and 16, Wong teaches ROM instructions stored in a non-volatile 
memory BROM 602 and/or PROM 608 that stores instruction groups defining patching 
functionalities (patch load instructions 622 and 624, respectively, of figure 6), an extended 
memory portion 406 (figure 4) storing extended instructions (i.e. patch code - 1|30), and an 
additional memory portion 418. Wong teaches checking a flag (checking executing addresses 
with the break-out addresses [e.g. "flags"] to determine when patch code is to be run - f 31 ) 
stored in the additional memory portion 418 fl[31), where the flag indicates a need for 
executing the extended instructions in the extended memory portion 406, which contains 
extended instructions 420 - 1f31. Further, Wong teaches altering processing of the ROM 
instructions (BROM and PROM) in the first non-volatile memory portion and the extended 
memory portion based on the flag - fl3 1-32. Once the execution of the BROM or PROM 
memory gets to a break-out address as indicated by the flag of the additional memory 418 (figure 
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9), processing switches to the patching instructions of the extended memory portion 406 for 
execution (figure 10). 

As per claim 2, the electronic device 302 (figure 4) comprises a processor 402 (1f29). 
As per claim 3, the first memory portion (BROM and PROM) comprises a read only 
memory - ^|40. 

As per claim 4, the instruction groups comprise subroutines as the instruction groups 
result in the execution of the subroutine shown in figure 7 to load the patching information 
before execution. Refer also to ffl[42-44. 

As per claims 5,6,17, and 26, the additional memory portion 418 comprises volatile 
memory as it may be stored inside RAM 406 - Tf30. 

As per claims 7,18, and 27, the additional memory portion 418 may alternatively 
comprise a non-volatile memory - 130. 

As per claim 8, the additional memory portion may be EEPROM or flash memory 
(end of 125). 

As per claims 9,19, and 28, the flag (break-out address) indicates whether the 
instructions in the first nonvolatile memory portion (BROM or PROM) or the instructions 
in the extended memory portion are to be executed. If the present address is not indicated by 
the flag (i.e. present address does not equal a break-out address), the BROM/PROM continues 
execution, but when the present addresses equals a break-out address, the execution of a patch 
instruction(s) occurs - ^[3 1 . 

As per claims 10,20, and 29, ROM instructions in the first non-volatile memory 
portion define a calling ROM based subroutine (i.e. a function call - 1f32, further it is well 
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known in the art that ROMs comprise subroutines/functions) and wherein the extended 
instructions in the extended memory portions reuses the calling ROM based subroutine 
without resulting in recursive actions (patch ROM code may reuse any original program code - 
stored on the original BROM/PROM - f 32). Recursive actions are avoided since after the patch 
code is executed, control is returned to the very next address before the break-out - ^[32. 

As per claims 1 1,21, and 30, the ROM instructions in the first non-volatile memory 
portion define a calling ROM based subroutine (as discussed directly above); and wherein 
the calling ROM subroutine is executed during execution of the extended instructions in 
the extended memory portion fl[32). Wong teaches that the patch code (extended instructions) 
can call any function or perform any operation (from the original code) as the extended 
instructions are an extension of the address space of the ROM 404 - figure 4 and T[32. During 
execution of a subroutine of the original ROM (Step 902), an extended instruction may be called 
(Y branch of step 904) to perform execution of the patch routine. Thus it can be seen that while 
the calling subroutine is being executed, the extended instructions are also executed, and when 
finished the extended instructions return back to the calling ROM subroutine - step 1018. 

As per claims 12,22, and 31, the ROM instructions in the first non-volatile memory 
portion define a calling ROM based subroutine (as discussed directly above); wherein the 
extended instructions include integrative instructions completing actions (such as booting) 
of the calling ROM based subroutine fl[5). Wong teaches in ^5 that the extended instructions 
maybe be used to fix bugs or add functional enhancements, which therefore lead to the system 
completing the action of booting (when extended instructions are called from the BROM - Tf40) 
or completing a processor function (when extended instructions are called from the PROM -^40). 
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As per claims 13,23, and 32, the flag represents binary information (i.e. an address is a 
binary series) associated to a subroutine (patch code - step 1002) that uses a patching 
mechanism (element 410 uses patch routine as depicted in figure 9 and figure 10) defined by 
the ROM instructions (since loading of patch code instructions are stored in ROM instructions - 
figure 6). 

As per claims 14,24, and 33, each patching mechanism (set of patch instructions) has a 
respective flag (break-out address) associated therewith. Referring to figure 8, each set of 
patch code has a corresponding flag - (BRKJXJT_ADDR_N[15:0]) - TJ45. 

As per claim 25, the rejection follows the rejection of claims 1/16 and claim 2. 

Claim Rejections - 35 USC§103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wong et al. (U.S. 
Patent Application Publication No. 2004/0210720), as applied to claims 1-14 and 16-33 above, 
in view of Ewertz et al. (U.S. Patent No. 6,536,038). 

As per claim 15, Wong does not specifically teach the first non- volatile memory portion 
comprising an electrically erasable and rewritable memory (i.e. EEPROM or flash). Ewertz 
teaches a method for updating firmware (i.e. ROM, flash, EEPROM, etc - column 1, lines 33- 
39). It would have been obvious to one having ordinary skill in the art at the time the invention 
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was made to have combined the system of Wong with the EEPROM teaching of Ewertz to have 
used a flash memory instead of a ROM (BROM/PROM) as the first non- volatile memory 
portion, as portions of the non- volatile memory could have been rewritten or reused (column 3, 
line 59 - column 4, line 34), while a portion of the flash could have been locked and unable to be 
reprogrammed for security purposes or the like (such as the BROM and PROM of Wong). 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane M Thomas whose telephone number is (571) 272-4188. 
The examiner can normally be reached M-F 8:30 - 5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matt M Kim can be reached at (571) 272-4182. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Shane M. Thomas 
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